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Claims 1-118 remain pending in this application for which applicants seek 
reconsideration. Claims 7-10 and 17-118 have been withdrawn as non-elected. A better 
descriptive title has been given. 

Claims 1-6 and 1 1-16 were rejected under 35 U.S.C:. § H)3(a) as unpatentable over 
Barkhordarian (IJSP 6,144,726). The examiner essentially asserts that this reference teaches all 
of the claimed features, including stripped gate electrode, and that the claimed configurations are 
all a matter of design choice, particularly because the specification does not show the criticality 
or unexpected results, relyin on In re Woodruff. Applicants traverse this rejection because the 
applied reference does not teach the claimed configurations. 

First, the examiner has misapplied In re Woodruff. In re Woodn ff and its progeny stand 
for the proposition that a claim can still overcome prior art that teaches the claimed ranges, if the 
particular range claimed produces a new and unexpected result. Indeed, in In re Woodruff, the 
prior art taught carbon monoxide concentrations of ''about 1-5%" while the claimed invention 
was limited to ''more than 5%.'* llie court held that '"about 1-5%" included concentrations 
slightly above 5%, which overlaps the claimed range. 

Second, with respect to the elected independent claims, In re Woodruff x?X\ond\^ would be 
applicable only to claim 1 , Moreover, for In re Woodruff apply here, the applied reference 
must have taught the overlapping range of 0.01 to 0.2. The applied reference does not teach any 
range. Any range derived from the figures, namely Fig. 2, will be substantially higher than 
0.2. Accordingly, In re Woodruff is inapplicable. 

Moreover, applicants submit that the examiner's rationale for establishing prima facie 
obviousness via a design choice argument is improper because the examiner is essentially 
shifting the burden of proving patentability to applicants. The P'i O always has the burden of 
proving prima facie obviousness, not the other way around. Indeed, to reject a claim under § 
103, the seminal Supreme Court case, Graham v. John Deere., requires the examiner to fu-st 
establish prima facie obviousness. See MPEP § 2142, § 2143. To do this, the PTO must identify 
some teaching or suggestion of the desirability of doing what the inventors here have done. To 
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e,.W.h ,he C.ea invcnUon . di.c^ U, an obvio. ,u.j.. ™«er, el.hc *c applied 

P,.a facieobviousnessisdce^ined an objectiv. .«h»g s»,d»* .ba^don 

,• , h< u .he une^peced rcsulls. MPtP § 2141 .01 (6* Edition) iBclf 
wlKlhcrappla-anlsAu-lheunexp ysPO 871 880(F»d.Cir. 1983) fortte 

s„ccificallycit«S<m»/«''"'=''-<'''-<'«''''''''''''''^''"'^ ,. 
::U:«.a.Un.newan....peaed..,.o.d,.,os„.ofcH.,ca,,.,c^ 

ncgalively inferred by ,bc PTO in eslablishing pri^a facie ease .bvrousness: 

':J:^:Ssi^'^-" <o-' — „ess, bu. i.s ab^ 
to pU in evaluating d« eviderK^e on obvtousne... 

,„.ed,onl,a.er.ee„n,iner.r.te.ab«e.p...^ieobv.— 

„f nrior art ean the uaexpeeted result/critieality argtBtent come mto play. Most ,mpo 

c I^^r^ uLpee.ed«s„l.arg.rae„.i.a^n^ 

::I::e„Jcetbep„...o„of— .ess.T,«tiMHi.arg»e.is^^^^^^^ 
,„ rebut prima facie obviousness after the PTO first establishes ,t. 

J,or«r,vin,posestbeburfe„ofpr„vingnonobviou3„esatoappl,c.«. U-bePlO. 
obliga.ion',„proveobvionsness,„o.app,ican.s.opro.»— 
independent claim 1 calls for a ralro between the u..al s«rl.ce a 
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referring to Fig. 1 , the total surface area ofU (14a, 14b, 14c, 14d) is significantly smaller than 
the total surface area of the well region 1 3. Independent claim 2 calls for surface regions to be 
striped (14b, 14c, 14d). Independent claim 1 1 calls for the gate electrode 1 8 to be striped. See 
Fig 4. The applied reference simply does not teach these configurations. 

Fig. 3 of the applied reference is telling of what the applied reference teaches. Fig. 3, 
which is the top view of Fig. 2, clearly reveals that the p-t>pe base cells 30, 3 1, 32, 33 are 
hexagonally shaped, surrounded by an n layer 21 . The surface of the n layer 21, which surrounds 
these hexagonally shaped well regions, takes up a significant surface area and is web shaped 
rather than being striped. Regarding the gate electrode, the applied reference clearly states that 
its gate electrode 41 is lithographically patterned and etched to open polygonal windows to form 
a web-shaped pattern. See column 3, lines 19-27 of the applied reference. Tliat is, the gate 
electrode 41 is shaped similar to the web patterned surface of die n layer 21 . 

Applicants submit that claims 1-33, 1 14, and 1 1 S patentably distinguish over the applied 
references and thus urge the examiner to issue an early Notice of Allowance. Should the 
examiner have any issues concerning this reply or any otlier outstanding issues remaining in this 
application, applicants urge the examiner to contact the undersigned to expedite prosecution. 



Respectfully submitted, 



Date: March 19. 2003 
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